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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

In response to the remand from the Board of Appeals, claims 1 , 2 and 9 are now 
rejected under 35 U.S.C. 103(a) as being unpatentable over applicants admitted prior 
art (APA) in view of US Patent No. 6,746,193 issued to Drake and further in view of US 
patent No. 6,578,939 issued to Mayer. The APA discloses that it is know to use screws 
in combination with round type Electronics Industry Association Standard mounting rail 
and, square type Universal Mounting rail according to NEMA standards but, concedes 
that separate screws would be required for each type of mounting. Drake teaches to 
provide a shoulder (110) to a fastener such that the same fastener could be used in 
either a round type or square type mounting rail. The shoulder being sized to fit closely 
with the square hole (see Fig. 6) and rest upon the surface of the surface of the round 
hole. At the time the invention was made, it would have been obvious for one of 
ordinary skill in the art to provide the screw of the APA with a shoulder as disclosed in 
Drake for the same economic reasons as described therein. As noted by the board of 
appeals, Drake does not disclose the stepped portion being circular but, in turn cited the 
reference to Mayer for consideration. In that regard, Mayer also discloses fastener for 
use in rail type mounting systems (see Fig. 7), but in Mayer a stepped portion (800) is 
shown to be circular (see Fig. 7). At the time the invention was made, it would have 
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been obvious for one of ordinary skill in the art to make the stepped portion of the 
modified APA circular as disclosed in Mayer because the shape of Drake's stepped 
portion in only "preferably square" [italic added] it leaves open the possibility of other 
shapes and the circular shape a disclosed in Mayer is one of a group of alternative 
shape in the same environment which would be providing predictable results. Once the 
combination was made, the shoulder would be with the claimed dimensions in order to 
fit closely within the square opening. 

Response to Remarks 

After consideration of applicant's remarks, the rejection remains unchanged. 

Applicant argues that the BPAI, in suggesting the combination of the APA, Drake 
and Mayer, did not make a determination as to the obviousness of the rejection. In 
response the examiner agrees but, since the BPAI suggested the combination the 
examiner will allow the BPAI to determine its obviousness also. 

Applicant argues that the combination of he APA and Drake would not have been 
obvious. Specifically, applicant argues that "economic reasons" is not a proper 
motivation for combining the shoulder of Drake onto the screw head of the APA. In 
response the examiner disagrees because both the APA are Drake are from the same 
field of endeavor and Drake makes it clear that a shoulder would be an improvement to 
the fastener in that same field of endeavor. The advantages provided would be mostly 
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economic in that it would do away with "and extremely wasteful process" and be "cost 
effective" (Drake's Background of the Invention). 



Furthermore, in considering KSR (KSR International Co. v. Teleflex Inc., 550 

U.S. , , 82 USPQ2d 1385, 1395-97 (2007)) it has been determined that following 

rational are support for obviousness (MPEP 2143): 

(A) Combining prior art elements according to known methods to yield 
predictable results; 

(B) Simple substitution of one known element for another to obtain predictable 
results; 

(C) Use of known technique to improve similar devices (methods, or products) 
in the same way; 

(D) Applying a known technique to a known device (method, or product) ready 
for improvement to yield predictable results; 

(E) " Obvious to try " - choosing from a finite number of identified, predictable 
solutions, with a reasonable expectation of success; 

(F) Known work in one field of endeavor may prompt variations of it for use in 
either the same field or a different one based on design incentives or other market 
forces if the variations are predictable to one of ordinary skill in the art; 

(G) Some teaching, suggestion, or motivation in the prior art that would have led 
one of ordinary skill to modify the prior art reference or to combine prior art 
reference teachings to arrive at the claimed invention. 
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As applied to the facts of the instant application, it appears that each of rationales 
may be applicable but, rational (C) probably best apples to the combination of the APA 
and Drake. Both the APA and Drake are similar devices for mounting rack mounted 
equipment and Drake teaches to improve the device by doing away with "an extremely 
wasteful process" and the improvement, the shoulder, would be applied to the APA in 
the same way. As to the combination of the APA, Drake and Mayer, rational (E) 
probably best applies because there number of different shapes the shoulder may have 
and Mayer discloses the circular shape which would have been "obvious to try" with a 
reasonable expectation of success since Mayer too is from the same field of endeavor. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Flemming Saether whose telephone number is 571-272- 
7071 . The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner, Art Unit 3677 
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